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DETAILED ACTION 

Examiner's Response 

Applicant's request for a Pre-Brief Appeal Conference dated 10/29/10 was 
received and duly noted. The Pre-Brief Appeal Conference resulted in withdrawal of the 
obviousness rejection over WO 02/055498 - see Office correspondence dated 11/19/10. 

In Final Office Action dated 7/30/10, Examiner mistakenly withdrew obviousness- 
type double patenting rejection over US Application 10/522,208. After reconsideration, 
Examiner has reinstated the obviousness-type double patenting rejection over US 
Application 10/522,208 as shown below. 

Applicant-Initiated Telephonic Interview 

Examiner held a telephonic interview with Attorney Brittany La on 1/28/1 1 . 
Attorney La requested by that Examiner reconsider not making the obviousness-type 
double patenting rejection over US Application 10/522,208 based upon the following 
remarks: 

(1) arguments as set forth by Applicant in regards to obviousness rejection over 
WO 02/055498; and 

(2) the species of in the Specification of 10/522,208 are structurally different from 
that of the species in the instant application and that the dependent claims of US '208 
are drawn to those structurally different species. 

Examiner has fully considered Attorney La's remarks; however, those remarks 
are riot persuasive. 
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Examiner reminded Attorney La that double patenting rejections are based upon 
a claim by claim comparison between a patent and an application or between two 
applications - not a comparison of species of the Specification. 



In view of this response, the status of the rejections/objections of record is as follows: 



Status of the Claims 

Claims 1-4 and 6 are pending and rejected. 
Claims 5 and 8-23 have been cancelled. 

Claims 7 and 24-38 are directed towards non-elected subject matter. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 
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Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-4 and 6 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claim 1-10 and 13 of 
copending Application No. 10/522,208. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because of the following. 

Applicant claims compounds and pharmaceutical compositions of Formula I 
where R = phenylmethyl wherein the phenyl is substituted by OR1 substituted on the 
phenyl at the 4-position wherein R1 is C4-C5 alkyl - see claim 1 below: 

I , (Previous Sv preset) f , A catnpouiidl offoiuwte 0} in free or pharmaceuticaliy acceptable 



US 10/522,208 claims compounds of Formula I where R=methylphenyl 
substituted by OR1 wherein R1=C1-C6 alkyl. 




herei 



R Is phenyimethyh wherein phenyl k substituted by OR ! ; 
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I . (Prevktisslv presented) A compound of foroitils <i> m fke or pharmamiticaMy acceptable 
salt form; 




m 

wherein 

R ~': . : V < ^ .^...Vf:!:^:^^'^::!::, 

wher up an h svj tut. neo >t ^suu.vsi ev\d lr ^ \ i * \ K ) SO R 

SOi^R^W^ NOtiCCM* N{R ! )SO s R 2 , C*«Ji!kylArl C^dkenyiAr 3 and Cj^dkynylA^ 
wherein one or more of the -CM:- groups of she yfkyf cham may he replaced with a beteroatdin 
selected fma O, % and NR'\ provided that when she heteroatom is O, as least two -CHj- groups 

MjpiJVU* H " r a d ' > ,4 (- 1 M f i ' a S- I Hi . < x:\A^_: t - ^ \ >t,s x t l \r" 

phenyl may together form a fused 5- or 6*tmmheved mtwm<& w unsaturated risig wherein fee ring 
opti«aa% mntrnm I or 2 licteroatoms selected fern 0, S ami NR 4 and b optionally substituted by 
one or more suhstHuents selected from, m om group, C, I and Q ,atK> lAr 4 : 

1 1 _____ J b t ' > I ' _ m . j h <] Cya n 

F, CI, Br, C F ? , OC1 1 »R 3 a»d Ct A i; 

R^sH, or Chalky!.; 



US '208's genus claims clearly encompasses the species as claimed by 
Applicant; therefore, the obviousness double patenting rejection is made. 

Applicant is reminded that double patenting rejections are based upon a claim by 
claim comparison between a patent and an application or between two applications. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 
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Conclusion 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Mabry, PhD whose telephone number is (571) 
270-1967. The examiner can normally be reached on M-F from 9am to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the Examiner's 
primary examiner can be reached at (571) 272-0684, first, or the Examiner's supervisor, 
Janet Andres, PhD, can be reached at (571) 272-0867. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

/John Mabry/ 
Examiner 
Art Unit 1625 



/Janet L. Andres/ 

Supervisory Patent Examiner, Art Unit 1625 



